United States Patent and Trademark Office 



UiNlTED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Oflice 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 14S0 

Alexsndiia. Vugmia 22313-1450 
www.us)}to.g0v 



I ATTORNEY DOCKET NO. I CONFIRMATION NO. | 



APPLICATION NO. 



nUNG DATE 



FIRST NAMED INVENTOR 



10/699.852 



11/04/2003 



Susumu Hirose 



22850 7590 07/12/2006 

OBLON, SPIVAK, MCCLELLAND, MAIER & NEUSTADT, P.C. 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



244855US0 



5771 



EXAMINER 



KAUSHAL^SUMESH 



ART UNIT 



PAPER NUMBER 



1633 

DATE MAILED: 07/12/2006 



Please find below and/or attached an Office communication conceming this application or proceeding. 



PTO-90C (Rev. 10/03) 



Advisory Action 


Application No. 

10/699,852 


Applicant(s) 
HIROSE ET AL. 


Examiner 

Sumesh Kaushal Ph.D. 


Art Unit 
1633 





"The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



THE REPLY FILED 31 May 2Q06 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1 . ^ The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 

this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or (3) 
a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following 
time periods: 

a) D The period for reply expires ^months from the mailing date of the final rejection. 

b) 1^ The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN 

TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the coresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth In (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any eamed patent term adjustment See 37 CFR 1 .704(b). 
NOTICE OF APPEAL 

2. O The Notice of Appeal was filed on . A brief In compliance with 37 CFR 41 .37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since 
a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41 .37(a). 
AMENDMENTS 

3. D The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) □ They raise new issues that would require further consideration and/or search (see NOTE below); 
{b)0 They raise the issue of new matter (see NOTE below); 

(c) D They are not deemed to place the application In better fonn for appeal by materially reducing or simplifying the Issues for 

appeal; and/or 

(d) □ They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . (See 37 CFR 1.116 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1 .121 . See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

7. ^ For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) E will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim{s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: 1;6. 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1 .1 16(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not eariier presented. See 37 CFR 41.33(d)(1). 

10. ^ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

1 1 . 1^ The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

See Continuation Sheet. 

12. □ Note the attached Infonnatlon Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). 

13. □ Other: 

Sumesh Kaushal 
Primary Examiner 
Art Unit: 1633 




U.S. Patent and Trademari^ Office 
PTOL-303 (Rev. 7-05) 



Advisory Action Before the Filing of an Appeal Brief 



Part of Paper No. 20060710 



; Continuation Sheet (PTO-303) 



Application No. 10/699,852 



Continuation of 1 1 . does NOT place the application in condition for allowance because: Claims 1-6 stand rejected under 35 U.S.C. 
103(a) as being unpatentable over SIden et al, Methods. 17(2):1 12-124. 1999) in view of Saffrin et al (US 4,868.31 1. 1989) and Chevalier 
et al (J Histochem. Cytochem. 45(4):481-91 , 1997), for the same reasons of record as set forth in the office action mailed on 04/06/06. 
The applicant argues that invention as claimed does not require purification of DNA for the proposed analysis. The applicant argues that 
Saffran describe biotinylated psoralens and Chevalier reviews the use of biotin and digoxigenin as labels for hybridization probes. The 
applicant argues that neither of those references suggests that using biotinylated psoralen as claimed would allow negative DNA 
supercoiling to be in cells without disruption of the cells and subsequent puritlcation of DNA. However, applicant's arguments are found 
not persuasive. In the instant case combined teaching of Sinden, Saffrin and Chevalier cleariy suggest the invention as claimed, since it 
obvious to one ordinary skilled in the art at the time the instant invention was made to modify the invention of Siden by substituting the 
Me3-psoraIen with biotinlayted-psoralen (BPsor) for in situ detection of DNA. Chevalier et al cleariy provides an overall review of an in situ 
hybridization (ISH) techniques, suggesting that biotin-avldin conjugate can be used for the detection of tissue or cells containing DNA of 
interest using biotinylated probes (see Fig. 4-6). In addition Chevalier teaches the use of permeabllization of ceils or tissue section using 
permeation-promoting agent, which further facilitate the use of biotin-avidin probes. The rationale to modify or combine the prior art does 
not have to be expressly stated in the prior art; the rationale may be expressly or Impliedly contained in the prior art or it may be reasoned 
from knowledge generally available to one of ordinary skill in the art, established scientific principles, or legal precedent established by 
prior case law (See MPEP 2144). Thus the invention as claimed is prima facie obvious in view of cited prior art of record. 
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